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RESPONSE TO ELECTION OF SPECIES 

Honorable Assistant Commissioner for Patents 

Washington, D.C. 20231 

Sir: 

In response to the request for election of species in the Office Action of November 
15, 200, Applicant hereby elects with traverse species IV (claim 26). 

The Office Action provides that claim 13 is generic to Species I, IE III and VI. 
Applicant contends that claim 13 is generic to species IV since claim 13 recites the vapor 
deposit of two layers wherein the material of the two lay ers is not specified. 

Applicant also contends that the instant election of species is improper since it is 
brought alter two actions on the merits. Although M.P.E.P. 81 1 provides that an election 
requirement can be made any time prior to a final rejection, the Examiner is instructed to 
make such a requirement as early as possible, in the first action if possible, otherwise, as 
soon as the need for a proper requirement arises. Further, the [Examiner is instructed to 
consider whether there will be a serious burden if restriction is not required when made 


claims. Moreo\er. this amendment was fled in response to the first action on the merits. 




not the second. Further, although the amendments to the claims were broadening in nature, 
they did not result in a fundamental change from the invention originally claimed. As a 
result, the designation of 10 different species at this stage in the prosecution is highly 
burdensome to Applicant since time and investment have already been made by Applicant 
in this case on two different occasions to obtain allowance of the pending claims. 

This type of species election is also inconsistent with standard claiming practice 
wherein an application may contain a number of claims of varying scope that may be 
patentably distinct from one another, but also properly considered in the same application. 
Just because many of the claims falling within the designated species are independent 
claims does not give rise to a proper species election requirement. Otherwise, the same 
reasoning would have to be applied to ever increasingly narrow dependent claims included 
in the same application, since dependent claims are treated as stand alone claims for 
examination and infringement purposes. If the species election of the instant Office Action 
were proper, applications could basically only include two claims, namely, one generic 
claim and one more specific claim. This is particularly true with respect to the dependent 
claims grouped separately by the Examiner in this case as separate species. 

It should be noted that these arguments do not assert and should not be construed to 
assert that the embodiments provided in each of the designated species are not patentably 
distinct from one another. 

Filed Concurrently herewith is a Request for a Four Month Extension of Time 
which extends the shortened statutory period of response to April 15, 2001. Accordingly, 
applicant respectfully submits that this response is being timely filed. 


Respectfully submitted. 



Nixon Piwbody LLP 


